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PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Dear Sir: 

All claims have been finally rejected as being unpatentable over Smith (U.S. Patent No. 
5,944,537, hereinafter "Smith*). Applicants respectfully submit that Smith does not teach or 
suggest the elements of the claimed invention and, therefore, cannot anticipate or make obvious the 
claims. Each of the independent claims 6, 1 1 and 18 will be discussed here. 

For the purpose of this filing, Applicants have limited the number of issues being raised. 
That being said, Applicants reserve the right to raise other issues at a later date. 

1. Claims 6 and 18 require "a substantially linear elongated member" 

Claims 6 and 18 were both rejected as being anticipated by Smith. Both claims 6 and 1 8 
recite a probe needle that includes "a substantially linear elongated member." Smith simply does 
not teach or suggest a substantially linear member. Contrary to the assertions of the Final Rejection, 
Smith teaches and suggests a contact member that is always curved; the contact member in Smith is 
never substantially linear. 
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The Final Rejection states that "under the normal condition which is not contact with the 

device (101), the elongate member (15) is linear elongated member with the fixed end (anchor 

portion 12) fasten to the substrate (14)." Final Rejection, page 2. This statement, however, is in 

direct contradiction of the very explicit teachings of the Smith reference. In particular, Smith states: 

Each spring contact 15 is formed such that a stress gradient Aa/h is introduced into 
the spring contact 15. When the spring contact 15 is formed, the metal layer 
comprising the spring contact 15 is deposited such that compressive stress is present 
in lower portions of the metal layer and tensile stress is present in upper portions of 
the metal layer. ... The stress gradient Av/h causes the spring, contact J 5 to bend 
into the shape of an arc having a radius r> 

Smith, coL 5, lines 46-57 (emphasis added). 

These statements cannot be read to imply that the fix*e portion of the metal strip is 
substantially linear before contact and bends only after contact, as stated in the Final Rejection. As 
is clear from the equation presented in column 5 of Smith, the member is substantially linear (i.e., 
radius r - oo) only when the inherent stress gradient Ag is zero. Smith, col. 5, eq. (1). However, the 
whole point of the invention in Smith is to create a contact member by inherent stress gradient, 
which is not zero. Smith, Abstract ("an inherent stress gradient in the spring contact causes a free 
portion of the spring contact to bend up and away from the substrate/') Th erefore, a substantially 
linear member as disclosed in the present application, with radius r - oo, is not taught, suggested, or 
remotely disclosed by Smith. 

Further, the invention in Smith "also provides an elastic spring contact having an inherent 
stress gradient that causes the free portion of the spring contact to bend away from a substrate to 
form a "shepherd's hook" shape." Smith, col. X lines 51-54 (emphasis added). If a member has an 
inherent stress gradient then it cannot remain substantially linear in the absence of external forces. 
See Smith, col 5 ? lines 40-45 ("a strip of metal having no inherent stress gradient inherent in the 
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metal will lie flat... Likewise if a uniform stress gradient ... is introduced into the flat metal strip, 
the metal strip will bend into an arc shape.") 

Smith further points out that the free portion remains curved up even after annealing the 
spring contact. Smith, col. 8, tines 25-26. Thus, the Final Rejection is incorrect when it states that 
the elongated member is linear when it is not in contact with the device. Smith makes it clear that 
the elongated member is curved before contact with any device. Smith, Figs. 6, 1 1, 12, 23> 28. 

These points were raised in a Response Under 37 CF.R. §1.116. In response, the Advisory 
Action states the "spring contact 15 is bend into the shape of an arc having a radius r, it means that 
before it bends to the shape of arc, the spring contact 15 has structure as elongated member." The 
Advisory Action concludes that "a structure that illustrated as elongated member will read on the 
claims structure eventhought it will re-shaped later " 

The Examiner appears to be stating that during the manufacturing process, the spring contact 
15 was once linear. (See e.g., Figures 7 and 8). Even assuming for the sake of argument that this 
statement is true, the claims are still patentable. 

Claim 6 specifically recites a probe needle with "a substantially linear elongated member 
including a fixed end that is fastened in a holding element/ 1 The probe needle further includes "a 
contact tip attached at a free end of the substantially linear elongated member." The reference 
provides no teaching that the unmanufactured spring contact has either a fixed end fastened in a 
holding element or a contact tip attached to a free end. 

Claim 18 recites a method that includes contacting a test probe to at least one of the pads of 
a semiconductor wafer, the test probe being attached to a probe card and including a substantially 
linear elongated member with a contact tip. An electrical test is performed by applying a test signal 
to the semiconductor wafer through the test probe. Applicants respectfully submit that any alleged 
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shape of a test probe during its manufacture is not remotely relevant to its very explicitly claimed 
shape during use. A rejection cannot be made without considering the explicit language of the 
claim. 

Finally, the Advisory Action states that the term "substantiaJl linear elongated member" 
means that "the contact member is not absolutely is an elongated member but its structure is almost 
as elongated member." Applicants agree that an elongated member that is substantially linear does 
not need to be absolutely perfectly linear. Applicants strongly assert, however, that substantially 
linear elongated members cannot include any elongated members that are not even remotely linear. 
Use of the term "substantially" does not mean the word that is being described can be completely 
ignored. 



2. Claim J J requires that "the coating with titanium and titanium nitride takes place in situ" 

Claims 1 1-15 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Smith. Claim 
1 1 explicitly recites that "the coating with titanium and titanium nitride takes place in situ." The 
Final Rejection apparently ignores this limitation in its rejection of claim 1 1 . Further, this point was 
raised in the after-final response and the Advisory Action still ignores this limitation. Applicants 
respectfully submit that all limitations must be considered when rejecting the claims. 

Unlike in the present application, deposition of an adhesive layer and a hard coating layer 
over the contact tip of the probe needle in Smith is not in situ. Nowhere in Smith is there any 
suggestion that the adhesive layer and coating layer can be deposited in situ. In fact, these processes 
must be consecutive processes in Smith because the adhesive layer is titanium, while the coating 
layer is gold. See Smith, col. 10, lines 16-26. Simply stated, the Final Rejection foils to make even 
a prima facie case of unpatentability. 
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III view of the above, Applicants respectfully request allowance of the present invention. 
The final rejection of claims 1 and 18 is in direct contradiction with the explicit teachings of the 
relied upon reference. The new position taken in the Advisory Action also does not provide any 
teaching or suggestion of the claimed invention. As for claim 1 1 , explicit limitations, which are 
neither taught by nor obvious in view of the relied upon reference, have been ignored during 
examination. 



Slater & Matsil, L.L.P. 
17950 Preston Bid., Suite 1000 
Dallas, Texas 75252-5793 
Tel. 972-732-1001 
Fax: 972-732-9218 



Respectfully submitted, 



Date 





Ira S. Matsil 
Attorney for Applicants 
Reg. No. 35,272 



2001 P 17353 US Page 5 of 5 Pre-Appeal Brief Request for Review 

PAGE 9/9 * RCVD AT 6/12»006 6:40:05 PM [Eastern Daylight Time] * SVR:USPTO€FXRF-»10 * DNIS:2738300 k CSID:9727329218 1 DURATION (mm-ss):02^38 



